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THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). tn no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 02 February 2005 , 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-7 and 11-32 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-7.11-32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Objections 

1 . The objection to claims 23-24 is withdrawn in view of Applicant's amendments. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-7, 1 1-19 and 22-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kinoshita et al. (U55527594) in view of Hatada et al. (U54732814). 

Regarding claims 1-3, Kinoshita teaches an optical tape that comprises a polyester film 
substrate, a coating layer (A) formed on one side of the substrate, and a coating layer (B) formed 
on the other side of the substrate (column 2, lines 40-52). The film is used as a base for a 
magneto-optical recording medium (column 24, lines 18-25). The A layer is composed of a resin 
binder and a lubricant (column 4, lines 32-33). Suitable lubricants include vertical protuberance 
forming resins such as polyamide, polyacrylate, polysulfone, etc. (column 4, lines 40-50). 
Suitable resin binders include polyesters, including those formed by reacting a glycol such as 
ethylene glycol with a polycarboxylic acid such as terephthalic acid or 2,6 
naphthalenedicarboxylic acid (column 5, lines 43-50, column 6, lines 7-17). One of ordinary skill 
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in the art would recognize that the reaction product between ethylene glycol and terephthalic 
acid/2,6 naphthalenedicarboxylic acid is polyethylene terephthalate (PET) or polyethylene 2,6 
naphthalenedicarboxylate (PEN). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use PET or PEN as the polyester in Kinoshita as the reference expressly 
teaches that polyesters formed by reacting a glycol such as ethylene glycol with a polycarboxylic 
acid such as terephthalic acid or 2,6 naphthalenedicarboxylic acid are suitable for use as 
protuberances are formed on its surface (column 5, lines 17-29). Further, the film of Kinoshita is 
biaxially stretched (column 7, lines 53-67), and teaches that various additive resins may be 
incorporated into the A layer so as to prevent bloomer deposition. Suitable additives include heat 
resistant resins, such as polyetherimide (column 15, lines 32-38 and column 17, lines 17-21). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize polyetherimide in the A layers of Kinoshita, as the reference 
explicitly teaches that polyetherimide is suitably used in these layers. 

It is the examiners position that when polyetherimide is introduced into the A layers of 
Kinoshita, a polymer alloy results. The examiner interprets the term, "polymer alloy" to require 
nothing more then a mixture of two or more unreacted polymers. The polyester/polyetherimide 
mixture in the A layers of Kinoshita clearly meet this definition, and so read on this limitation, 
Kinoshita fails to teach the density and height of the protrusions required by claims 1-3. 

With respect to this deficiency, Hatada teaches that the number and height of protrusions 
on the surface of a biaxially oriented film that is used as a substrate for a magnetic recording 
medium has an impact on the conversion characteristics and running properties of the film 
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(column 7, lines 28-50). Specifically, Hatada teaches that 10-50 protuberances/|am2 (10e6-5e7 
protuberances/mm2) should be present on the surface of the film, and the protuberances should 
have a height in the range of 5-30nm (column 7, lines 28-50). If less than 10e6 
protuberances/mm2 are on the surface, the running property of the film degrades whereas if 
greater than 5e7 protuberances/mm2 are on the surface, the surface roughness increases and 
dropout is caused (column 7, lines 40-50). If the protuberances have a height less than 5nm, the 
running property of the film is poor, whereas if the protuberances have a height greater than 
30nm, the electromagnetic conversion characteristics of the medium are degraded (column 7, 
lines 29-40). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to form 10e6-5e7 protuberances/mm2 having a height in the range of 5- 
30nm as taught by Hatada on the surface of the biaxially oriented film taught by Kinoshita. 

One would have been motivated to make this modification in view of the fact that the 
Kinoshita film is designed to be utilized as a recording media substrate, and the fact that Hatada 
teaches that biaxially oriented films that are used as recording media substrates should have 
10e6-5e7 protuberances/mm 2 having a height of 5-30nm on their surface so that they will have 
good running properties and conversion characteristics. 

Regarding the combination of Kinoshita with Hatada, the examiner acknowledges that 
Kinoshita teaches a fundamentally different type of recording medium (magneto-optic) than that 
taught by Hatada (magnetic). While one of ordinary skill in the ad would clearly recognize that 
he recording layers of Kinoshita and Hatada are different, one of ordinary skill in the art of 
magnetic recording media would know that film substrates that are suitable for use in magneto- 
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optical recording media can be substantially identical to those used for magnetic recording media 
using ferromagnetic recording layers. This is evidenced by the fact that both Kinoshita (magneto 
optic) and Hatada (magnetic) utilize biaxially oriented polyester films as substrates. Thus, one of 
ordinary skill in the art would have been motivated to make the proposed modification and 
would have a reasonable expectation of success in doing so. 

Regarding claim 4. The requirement that "at least some" of the micro protrusions be 
"made of polymer 1 or polymer two merely requires one or more micro protrusions to be at least 
partially formed from polymer 1 or polymer 2. Though not expressly taught by Kinoshita or 
Hatada, it is logical to believe that at least some of the protrusions will be at least partially made 
of PET or PEN. This is because the protrusions of the Kinoshita film are formed by the inclusion 
of particles into the polyester base (column 4, lines 30-60). These particle effect a phase 
separation or stretching in the layer, resulting in protuberances (column 5, lines 10-25). 
Therefore, as the protrusions are formed with a phase separation from the polyester, at least 
some, if not all of the protrusions will be composed of at least the polyester of the substrate. 

Claim 5 is met as set forth above for claim 4. 

Claim 6 requires the Tg of polymer 2 to be higher then the Tg of polymer 1 . Kinoshita 
teaches that the polyester film utilized for coating layer B can be the same as that for coating 
layer A (column 11, lines 2-5). Coating layer B is taught to have a Tg of no more than 70 C 
(column 1 1 lines 10-13). Thus, if coating layer A and coating layer B can be the same material, 
then in effect Kinoshita teaches that coating layer A has a Tg no greater than 70C. Bearing this 
in mind, Kinoshita teaches that the heat resistant resin (including polyetherimide) has a Tg of not 
less then 150 C (column 17 lines 14-21). Thus, the limitations of claim 6 are met. 
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Claim 7 is met as set forth above. PET and PEN are listed in the instant specification as 
being compatible with polyetherimide. 

Claim 1 1 is met as set forth above for claim 1 when PET is utilized. 

Claims 12 and 13 require the number of protrusions having a height of greater than or 
equal to 50nm to be less than or equal to 1500/mm2. Hatada as set forth above, teaches away 
from forming protuberances having a height >30nm. Specifically, Hatada teaches that if the 
protuberances have a height greater than 30nm, the characteristics of the medium are degraded 
(column 7, lines 29-40). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to control the height of all of the protrusions on the surface of the film 
taught by Kinoshita as modified by Hatada to be less than 30nm, as Hatada teaches that if 
protuberances having a height >30nm are formed, the characteristics of the film are degraded. 

Regarding claims 14-16, wherein the applicant requires a three layer ABC structure, 
wherein layer A has a surface roughness Raa of 0.2-10nm, layer C has a surface roughness Rac of 
l-30nm, such that Ra C > Raa. Kinoshita teaches a 3 layer laminate comprising a base layer, layer 
A as described above for claim 1, layer B (same as layer A described above but with no lubricant 
and equivalent to applicants claimed A layer) on the opposite side of the base from the A layer 
(column 13, lines 50-60, and column 2, 40-50). The A layer has a surface roughness Ra of 0.005- 
0.5 micron, whereas the surface roughness of the B layer has a surface roughness Ra of less than 
or equal to 0.005 micron. Thus, the limitations of claims 14-16 are met when the B layer has a 
surface roughness less than 0.005micron and the A layer has a surface roughness of 0.005 
micron. 
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Regarding claim 17, Kinoshita teaches that layer B can be formed form the same 
polymers as layer A (column 11, lines 3-7). 

Therefore it would have been obvious to one of ordinary skill in the ad at the time the 
invention was made to utilize PET or PEN to form layer B, as Kinoshita teaches that PET and 
PEN can be utilized for layer A and that layer B can be made from the same polymers as layer 
A. 

Claims 18 and 19 are met as set forth above for claims 12-13. 

Regarding claim 22, Kinoshita teaches that instead of using inert particles as the lubricant 
in layer A, a surfactant can be used (column 4, lines 40-67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a surfactant or particles as the lubricant in layer A, as Kinoshita 
expressly teaches the equivalence of surfactants to particles as suitable materials for use as the 
lubricant. 

When a surfactant-based lubricant is used instead of a particulate-based lubricant, the 
limitations of claim 22 are met. 

Regarding claim 23, Kinoshita teaches the use of surfactant-based lubricants and 
particulate-based lubricants. Suitable particles for the lubricant have an average diameter of 
preferably 0.05-0.3g (column 4, line 52). 0.5-40% by weight of lubricant is added to layer A 
(column 5, lines 37-40). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize add 0.5% by weight of particles having a diameter of 0.05-0.3 
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micron to layer A of Kinoshita, as the reference expressly teaches using particles of this diameter 
and in this amount as a lubricant. 

Claim 24 is met as set forth for claim 23. 

Regarding claims 25-26, the examiner interprets "composed" in claim 25 as open 
language that allows for other components aside from polyester, and polyetherimide to be 
present in the film. Thus, the limitations of claims 25-26 are met as set forth above for claims 1, 
9, and 16. 

Regarding claim 27, Kinoshita teaches forming a magneto optical recording layer on the 
surface of the substrate film (column 25, lines 5-8). A magneto optical recording layer is "a" 
magnetic layer, and so meets the limitations of this claim. 

Regarding claims 28 and 29, while Kinoshita only teaches the use of magneto-optical 
recording layers, one of ordinary skill in the art of magnetic recording media at the time the 
invention was made would know that film substrates that are suitable for use in magneto-optical 
recording media are substantially identical to those used for magnetic recording media using 
ferromagnetic recording layers. This is evidenced by the fact that both Kinoshita (magneto-optic) 
and Hatada (magnetic) utilize biaxially oriented polyester films as substrates. As shown by 
Hatada, magnetic layers comprising thin films of Fe, Fe-co, Co-Ni or particles of these materrials 
in a binder can be used as a recording layer on the surface of a biaxially oriented polyester film 
(column 6, line 55-column 7, line 10). The examiner notes that the alloys recited by Hatada are 
known to be ferromagnetic. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a thin film of ferromagnetic material such as Fe, Fe-Co, or Co-Ni, or 
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particles of these material in a binder to form the magnetic layer of Kinoshita as modified by 
Hatada. 

One would have been motivated to make this modification in view of the fact that the 
prior art recognizes the equivalency of layers comprising a ferromagnetic thin film, layers 
comprising particles of a ferromagnetic material, and layers comprising magneto-optical 
recording materials as being suitable for use as a recording layer on a biaxially oriented polyester 
substrate. 

Regarding claim 30, this claim is met as set forth above for claims 1-3. 
Regarding claims 31-32, these claims are met as set forth above for claim 17. 

Allowable Subject Matter 

4. Claims 20-21 objected to as being dependent upon a rejected base claim, but would be 
allowable for the reasons of record if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

5. Applicant's arguments filed 2/2/05 have been fully considered but they are not 
persuasive. 

Applicant argues that the Examiner is improperly picking and choosing from distinct 
embodiments of the polyester substrate disclosed in the Kinoshita reference. Applicant noted 
that there are at least six different embodiments of the polyester substrate disclosed by Kinoshita 
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and the first and sixth embodiments describe two unrelated coating layers. Applicant notes that 
the sixth embodiment discloses a polyether-imide. 

The examiner respectfully disagrees. Applicant's attention is directed to column 14, line 
52 to column 17, line 21 for the description of embodiment 6. This portion of the disclosure 
describes a co-extruded polyester layer formed on a polyester substrate which contains a heat- 
resistant resin (see col. 15, lines 32-46). The reference further details the use of specific heat- 
resistant resins which include polyether-imides. While the reference does disclose several 
materials useful for the heat-resistant resin, the disclosure of polyether-imides is fairly detailed. 
As such, the examiner's position that it would have been obvious to choose to combine 
polyether-imide from the group of disclosed compounds hardly qualifies as picking and choosing 
as Applicant has maintained, (see column 17, line 16 to column 18, line 35 for polyether-imide 
description). 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Holly Rickman whose telephone number is (571) 272-1514. The 
examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Holly Rickman 
Primary Examiner 
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